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DETAILED ACTION 

In a communication dated, December 5, 2005, applicant presented arguments 
against the rejections of claims 1-20. As such claims 1-20 are currently pending. 

Response to Arguments 

Applicant's arguments filed on December 5 th , 2005 have been fully considered 
but they are not persuasive. 

In section LA applicant argues that all of the features of claim 1 , are not taught by 
the proposed combination. Koripella teaches coupling a micro fuel cell to a 
rechargeable battery and to a portable electronic device. Derocher provides power for 
an optical position tracking system and a transmitter via a rechargeable battery, solely. 
Supplementing Derocher's rechargeable battery power with a micro fuel cell, as taught 
by Koripella, would clearly cause the micro fuel cell to provide power to the optical 
position tracking system and transmitter of Derocher. 

In section LB applicant argues that by combining Derocher and Koripella would 
change the principle operation of Derocher. On the contrary, Koripella teaches the 
inclusion of a rechargeable battery. Koripella simply supplements the rechargeable 
battery power with the power from a micro fuel cell. Koripella's rechargeable battery is 
still capable of being recharged. Therefore, Derocher's rechargeable mouse would still 
be able to operate as prescribed, just as Koripella's portable electronic device, cell 
phone for example, is still functional with the addition of a micro fuel cell. 

In section I.C-E applicant argues there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
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combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, extending the 
battery life of the rechargeable battery, and thus decreasing the frequency that the 
mouse must be recharged is knowledge generally available to one of ordinary skill in the 
art. 

In section I.F applicant argues that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning. It must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

In response to applicant's argument that Derocher and Koripella are 
nonanalogous art (sec. I.G), it has been held that a prior art reference must either be in 
the field of applicants endeavor or, if not, then be reasonably pertinent to the particular 
problem with which the applicant was concerned, in order to be relied upon as a basis 
for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 
USPQ2d 1443 (Fed. Cir. 1992). 
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In this case, both Derocher and Koripella are directed to the applicant's current 
problem of effectively and efficiently supplying rechargeable power to wireless portable 
devices. While Koripella solves this problem by jointly a micro fuel cell and a 
rechargeable battery and Derocher focuses solely on a rechargeable battery, the end 
goal is identical, to provide a rechargeable and long lasting power supply to a wireless 
portable device. 

In section I.I applicant argues that claims 2-9, 12, and 14-20, are allowable due 
to the lack of a proper rejection of claim 1 , and similarly featured independent claim 14. 
As shown above the rejection of claims 1 and 14 are proper, and as such their 
dependent claim rejections are renewed. 

In section II.A applicant argues that claim 10 is allowable as it depends on claim 
1 . As shown above the rejection of claim 1 is proper, and as such claim 10's rejection is 
renewed. 

In section II. B applicant argues that Derocher, Koripella and Hirsch are not 
analogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Derocher, Koripella and Hirsch are directed to solving the 
problem of effectively and efficiently supplying rechargeable power to portable devices. 
While Koripella and Hirsch solve this problem by jointly a micro fuel cell and a 
rechargeable battery and Derocher focuses solely on a rechargeable battery, the end 
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goal is identical, to provide a rechargeable and long lasting power supply to a wireless 
portable device. 

In section III.A applicant argues that claim 1 1 is allowable as it depends on claim 
1. As shown above the rejection of claim 1 is proper, and as such claim 1 1's rejection is 
renewed. 

In section III.B applicant argues that Derocher, Koripella and Peng are not 
analogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Derocher, Koripella and Peng are directed to solving the 
problem of effectively and efficiently supplying rechargeable power to portable devices. 
While Koripella solves this problem by jointly a micro fuel cell and a rechargeable 
battery; Derocher focuses solely on a rechargeable battery and Peng focuses on 
generating power within the mouse, the end goal is identical, to provide a rechargeable 
and long lasting power supply to a wireless portable device. 

In section IV.A applicant argues that claim 13 is allowable as it depends on claim 
1 . As shown above the rejection of claim 1 is proper, and as such claim 13's rejection is 
renewed. 

In section IV.B applicant argues that Derocher, Koripella and Freathy are not 
analogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
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with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Derocher, Koripella and Freathy are directed to solving 
the problem of effectively and efficiently supplying rechargeable power to portable 
devices. While Koripella solves this problem by jointly a micro fuel cell and a 
rechargeable battery; Derocher focuses solely on a rechargeable battery and Peng 
focuses on generating power within the mouse, the end goal is identical, to provide a 
rechargeable and long lasting power supply to a wireless portable device. 

Also note the new rejection of claim 13 as obvious over Derocher in view of 
Koripella, shown below. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-9 and 12-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Derocher et al. (US 6,476,795) in view of Koripella et al. (US 6,387,559). 

With respect to claim 1, Derocher discloses, a wireless optical navigation 
device (fig. 2) comprising: an optical position tracking system (col. 3, lines 40-43); a 
transmitter electrically coupled to said optical position tracking system (52 in fig. 2). 
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Derocher does not expressly disclose a micro fuel cell electrically coupled to said 
transmitter and said optical position tracking system, said micro fuel cell capable of 
providing electrical power for said optical position tracking system and said transmitter. 

Koripella discloses a micro fuel cell (fig. 3) electrically capable of providing 
electrical power (col. 6, lines 1-4). 

Derocher and Koripella are analogous art because they are directed at a similar 
problem solving area, namely powering handheld electronic devices (Koripella, 60 in fig. 
3). 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the portable device fuel cell taught by Koripella on the wireless 
optical mouse disclosed by Derocher. 

The motivation for doing so would have been to lengthen the battery life of the 
device and thus decrease the frequency that the battery needs to be recharged. 

Therefore it would have been obvious to combine Koripella with Derocher for the 
benefit of longer battery life to obtain the invention as specified in claim 1 . 

With respect to claim 2, Derocher discloses, wherein said transmitter is an 
infrared type transmitter (col. 3, lines 15-18). 

With respect to claim 3, Koripella discloses wherein said micro fuel cell is a 
direct methanol micro fuel cell (col. 1 , lines 5-10). 

With respect to claim 4, Koripella discloses wherein said micro fuel cell is a 
water recycling micro fuel cell (col. 4, lines 12-15). 
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With respect to claim 5, Koripella discloses wherein said micro fuel cell 
comprises a MEMS pump (40 in fig. 3). 

With respect to claim 6, Koripella discloses wherein said micro fuel cell 
comprises microchannel structures for waste gas removal (col. 6, lines 6-9 and 44 in fig. 
3). 

With respect to claim 7, Koripella discloses wherein said micro fuel cell 
comprises microchannel structures for water recovery (col. 2, lines 23-25 and col. 4, 
lines 3-8). 

With respect to claim 8, Koripella discloses the apparatus further comprising a 
replaceable fuel cartridge (35 in fig. 1 and col. 4, lines 14-18). 

With respect to claim 9, Koripella discloses wherein said replaceable fuel 
cartridge contains methanol (col. 4, lines 14-18). 

With respect to claim 12, Koripella discloses the apparatus further comprising a 
rechargeable battery that is electrically coupled to said micro fuel cell and said optical 
position tracking system (64 in fig. 3). 

With respect to claim 13, Derocher and Koripella disclose the apparatus of 
claim 12 (see above). 

Derocher further discloses that the rechargeable battery is preferably a lithium 
ion type battery (col. 3, lines 50-53), a type that would include polymer lithium batteries. 

Derocher and Koripella do not expressly disclose, wherein said battery is 
specifically a polymer lithium battery. 
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It would have been obvious to one of ordinary skill in the art to use a polymer 
lithium battery as the type of lithium ion type battery taught by Derocher. 

The motivation for doing so would have been that polymer lithium batteries are 
typically lighter than other batteries and also allow for specific shaping of the battery to a 
desired form. 

Therefore it would have been obvious to combine Derocher and Koripella for the 
reasons given above to obtain the invention as specified in claim 13. 

With respect to claim 14-20, the method for making a device of claim 1 is 
inherent. Therefore claim 14 and all of its identical dependent claims (claims 16-20) are 
rejected on the same merits as shown above. 

3. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Derocher in view of Koripella as applied to claim 8 above, and further in view of Hirsch 
et al. (US 6,924,055). 

Derocher and Koripella do not expressly disclose, wherein said replaceable fuel 
cartridge includes a fuel membrane. 

Hirsch discloses wherein said replaceable fuel cartridge includes a fuel 
membrane (50 in fig. 2, and col. 6, last paragraph). 

Derocher, Koripella, and Hirsh are all analogous art because they are directed to 
a similar problem solving area, namely powering portable devices. 

At the time of the invention it would have been obvious to include the fuel cell 
powered mouse taught by Derocher and Koripella with a membrane in the fuel 
cartridge. 
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The motivation for doing so would have been in order to encourage flow into the 
anode chamber and to limit backflow of fuel from the anode chamber to the fuel delivery 
cartridge (Hirsch, col. 6, lines 50-56). 

Therefore it would have been obvious to combine Hirsch with Derocher and 
Koripella for the benefit of encouraging flow and limiting backflow to obtain the invention 
as specified in claim 10. 

4. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Derocher in view of Koripella as applied to claim 1 above, and further in view of Peng 
(US 6,686,903). 

Derocher and Koripella do not expressly disclose, an apparatus further 
comprising a capacitor that is electrically coupled to said micro fuel cell and said optical 
position tracking system. 

Peng discloses, an apparatus further comprising a capacitor that is electrically 
coupled to said micro fuel cell and said optical position tracking system (209 in fig. 2). 

Derocher, Koripella, and Peng are all analogous art because they are directed to 
a similar problem solving area, namely powering wireless handheld devices. 

At the time of the invention it would have been obvious to include a capacitor in 
the circuitry of the fuel cell powered mouse taught by Derocher and Koripella. 

The motivation for doing so would have been to regulate the output voltage 
(Peng, col. 3, lines 43-45). 
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Therefore, it would have been obvious to combine Peng with Koripella and 
Derocher for the benefit of regulating the voltage to obtain, the invention as specified in 
claim 11. 

5. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Derocher in view of Koripella as applied to claim 1 above, and further in view of Freathy 
et al. (US 6,774,797). 

Derocher further discloses that the rechargeable battery is preferably a lithium 
ion type battery, a type that would include polymer lithium batteries. 

Derocher and Koripella do not expressly disclose, wherein said battery is 
specifically a polymer lithium battery. 

It would have been obvious to one of ordinary skill in the art to use a polymer 
lithium battery as the type of lithium ion type battery taught by Derocher. 

Freathy discloses, the specific use of a polymer lithium battery, (col. 4, lines 41- 

43). 

Derocher, Koripella, and Freathy are all analogous art because they are directed 
to a similar problem solving area, namely powering portable wireless devices. 

At the time of the invention it would have been obvious to use a polymer lithium 
battery as the rechargeable battery type. 

The motivation for doing so would have been that polymer lithium batteries are 
typically lighter than other batteries and also allow for specific shaping of the battery to a 
desired form. 
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Therefore, it would have been obvious to combine Freathy with Koripella and 
Derocher for the benefit of less weight to obtain the invention as specified in claim 13. 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Will Boddie whose telephone number is (571) 272-0666. 
The examiner can normally be reached on Monday through Friday, 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Edouard can be reached on (571) 272-7603. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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